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Trade Marks Amendment Bill 2006

Date introduced: 21 June 2006
House: The Senate
Portfolio: Industry, Tourism and Resources

Commencement: Received Royal Assent on 23 October 2006. Schedules 1 and
3 commenced upon Royal Assent. Schedule 2 commences on a date to be
proclaimed, or six months from Royal Assent.

Purpose

The Bill amends the Trade Marks Act 1995 (the Act) to implement a number of changes
recommended as a result of a review of the Act.

Background

A trade mark can be a logo, word, phrase, letter, number, sound, smell, colour, shape,
picture, aspect of packaging or a combination of these. A trade mark is used to identify
the source of goods and services, to distinguish them from other traders and to identify the
person who is responsible for a product or service and its quality. Section 17 of the Act
contains the following definition of a trade mark:

A trade mark is a sign used, or intended to be used, to distinguish goods or services
dealt with or provided in the course of trade by a person from goods or services so
dealt with or provided by any other person.

Trade marks may be registered with the Registrar of Trade Marks. If a trade mark is
registered, the registered owner has exclusive rights to use the trade mark, to authorise
other people to use the trade mark, and to obtain relief under the Act if the trade mark has
been infringed.*

For a recent history of legislative development in respect of Australian trade mark law, see
S. Brennan, Trade Marks and Other Legislation Amendment Bill 2001, No 172, 2000-01
and Rosemary Bell, Trade Marks Amendment (Madrid Protocol) Bill 2000, No. 20, 2000-
01.

It is not within the scope of this Digest to canvas every amendment proposed by the Bill.
Rather, the Digest is focused on series applications and registration, the amended grounds
for opposition to the registration of a trade mark and changes to the rules about the
removal of a trade mark registration for ‘non-use’.

Warning:
This Digest was prepared for debate. It reflects the legislation as introduced and does not canvass subsequent amendments.

This Digest does not have any official legal status. Other sources should be consulted to determine the subsequent official status of the Bill.
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Basis of policy commitment

There have been several reviews of the regulation of trade marks in the last few years
including:

« The ‘Review of intellectual property legislation under the Competition Principles
Agreement’? by the Intellectual Property and Competition Review Committee (the
Ergas Committee) in 2000

«  The ‘Review of trade mark enforcement’® in Australia by the Advisory Council on
Intellectual Property (ACIP) in April 2004

« The ‘Review of the relationship between trade marks and business names, company
names and domain names’* by the Advisory Council on Intellectual Property (ACIP)
in March 2006

« The review of the Trade Marks Act and its Regulations by Intellectual Property
Australia (IP Australia)®

This Bill is largely a response to the last of these. The aim of the review was to determine:

« whether or not the trade marks system is operating as envisaged in 1995 (when the Act
came into force)

« why the trade marks system may not be operating as envisaged (if that is the case)
« whether this is a problem and suggest possible solutions, and

« areas that are causing problems and identify possible options for solving these
problems.

The recommendations for change were set out in three discussion papers released by IP
Australia.’

Types of trademarks
There are two types of trade marks — registered and common law marks.’
Common law trade marks

A common law trade mark is a mark for which a person has developed a reputation. The
legal mechanism by which they are protected is by way of the tort of ‘passing off’.?
‘Passing off’ refers to passing off one’s goods or services as someone else’s. ACIP in its
Review of the relationship between trade marks and business names, company names and
domain names notes that to succeed in protecting a trademark under common law a
plaintiff has to prove:

e they have developed good will or a reputation in the trade mark

Warning:
This Digest was prepared for debate. It reflects the legislation as introduced and does not canvass subsequent amendments.
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e use of the trademark by another person would be likely to confuse or deceive the
public; and

e the confusion would be likely to damage, or has damaged the plaintiff’s goodwill.’

ACIP notes that while common law trade marks do not involve the cost and delay of
applying for a trade mark registration, pursuing an action for passing off is more difficult
than taking action under the Act.™

Registered trade marks

A person claiming to have a common law trade mark must prove that they have a
reputation in the mark, but a registered trade mark provides prima facie evidence that the
owner has established a reputation in the market in relation to the goods and/or services
for which the mark has been registered.'* The registration of a trade mark:

...in which there are no grounds for objection typically takes 7 ¥2 months, the bulk of
this being the three month opposition period. [More complex cases take
longer]...Official fees for registering a trade mark total around $450 per class of
goods and services sought, with renewals fees comprising $300 every ten years.
Around 60% of applications are filed by the applicants themselves. The other 40%
are handled by lawyers and attorneys, who may charge in the range of $1000 to $5000
in addition to official fees.*

Trade marks must be in use

A trade mark must be in use as a trade mark for the registered owner to maintain its trade
mark rights.”®> The use as a trademark must indicate a connection in the course of trade
between the trade mark and the goods or services of the trade mark owner.**

International Legal Framework

Trade mark law was traditionally a nationally-based protection regime.™ However, it is
important to understand the international context in which national regimes operate.

There are four principal treaties that apply to trade marks law:

e the Paris Convention for the Protection of Industrial Property of 1883 (‘the Paris
Convention’)

o the Agreement on Trade-Related Aspects of Intellectual Property Rights (‘“TRIPS’)
e the Trademark®® Law Treaty; and

e the Madrid Protocol.’

Warning:
This Digest was prepared for debate. It reflects the legislation as introduced and does not canvass subsequent amendments.
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On 27 March 2006 the Singapore Treaty on the Law of Trademarks was adopted by
consensus by 146 Member States of the World Intellectual Property Organization at a
diplomatic conference in Singapore.'® The Treaty updates the Trademark Law Treaty to
take account of developments in communication technology, extends the scope of trade
marks covered to include non-visible signs and provides for the creation of an assembly of

contracting parties.’® The Treaty has not yet come into force and Australia has not ratified
it.?

The international law relating to trade marks affects the scope of the national regime. For
example, Burrell notes that imposition of a requirement to provide proof of use on renewal
could breach the Trademark Law Treaty.*

The Paris Convention is important because it establishes:

... the principles of territoriality, implementation according to the law of national

jurisdictions and the principle of “first in time, first in right”.?

The TRIPS Agreement incorporates a number of key principles:

e ‘national treatment’” — foreign nationals must be treated at least as well as
nationals;* and

e members shall be free to determine the appropriate method of implementing the
provisions of [the] Agreement within their legal system.?*

The Trademark Law Treaty requires parties to give the protection mandated by the Paris
Convention and imposes an obligation to give the same protection to service marks.?

Arblaster notes that:

The Madrid Protocol provides the basis for an applicant to file an application for
registration of a trade mark in multiple jurisdictions using a single application.?

Changes proposed by the Bill
The key changes proposed by the Bill relate to:
e series applications
e new and amended grounds of opposition
e standing to apply to remove a registration for non-use; and

e Registrar's discretion in non-use actions.?’

Warning:
This Digest was prepared for debate. It reflects the legislation as introduced and does not canvass subsequent amendments.
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Position of significant interest groups/press commentary

The amendments proposed by this Bill follow the release of three discussion papers by IP
Australia and the consideration of submissions from significant stakeholders including the
Australian Federation of Intellectual Property Attorneys (FICPI Australia), the Institute of
Patent and Trade Mark Attorneys of Australia and the Law Council of Australia. While
these initiatives are not universally seen as necessary and are, in some cases, opposed, the
general tenor of stakeholder responses is positive. Other commentators have reflected
positively on the Bill. For instance, Allens Arthur Robinson observes:

The amendments outlined above, if enacted, are generally advantageous to trade mark
owners in that they will allow more flexibility and cost reduction in applications (eg
in collective trade marks and series applications) and generally expand a trade mark
owner's ability to take action against accepted applications and registrations by others
that are cause for concern.

The reduction in the renewal grace period to six months means that registered owners
would have to make a relatively quick decision whether to save a registration if the
renewal date is allowed to pass. The changes in the Customs provisions should serve
to reduce the administrative burden on owners and make the use of these provisions a
more attractive proposition.?

Similarly, Dibbs, Abbott, Stillman observes:
Very little of what is proposed in the Bill would appear to be contentious. Rather, it
proposes changes to the Act which will remove some of the practical problems that

have become apparent with the Act since its commencement and clarify the rights of
trade mark owners and applicants in some key areas, particularly oppositions.*®

ALP/Australian Democrat/Greens/Family First policy position/commitments

At the time of preparation of this Digest there has been no media comment on the Bill by
other political parties.

Financial implications

The Explanatory Memorandum notes that there are no financial implications for the
Commonwealth arising from this Bill.

Main provisions

The provisions are dealt with thematically rather than in numerical order.

Warning:
This Digest was prepared for debate. It reflects the legislation as introduced and does not canvass subsequent amendments.
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Series applications

Item 73 of the Bill inserts new section 51A which provides for the linking of series
applications.

Section 51A Linking series applications

(1) Subsection (2) applies if:
(a) before the commencement of this section, 2 or more applications (series
applications) were made each seeking the registration of the same 2 or more
trade marks in respect of goods or services of different classes; and
(b) the filing date of each of the series applications is the same; and
(c) each of the trade marks has the same owner...

(2) The owner of the trade marks may apply to the Registrar, in writing, to have:

(a) the series applications; or

(b) so many of the series applications as are identified in the application to
the Registrar;

dealt with under this Act as if they were one application for the registration
of the trade marks in respect of all goods and services specified in the series
applications or the identified series applications....

(3) If an application is made under subsection (2), the Registrar must deal with the
series applications that are the subject of the application under that subsection as if
they were one application. [Italics added].

This amendment provides for administrative efficiency in respect of ‘series’ applications.
Currently an applicant must file an individual series application in each class of interest.*
Proposed section 51A allows for the 'linking' of series applications, provided that the
applications are for exactly the same series of trade marks and have the same filing dates.
These applications will then be considered as a single trade mark application.

Series registrations

Item 83 of the Bill inserts new section 82A which provides for the linking of series
registrations.

82A Linking series registrations
(1) Subsection (2) applies if:
(b) the filing date of each of those applications is the same; and

Warning:
This Digest was prepared for debate. It reflects the legislation as introduced and does not canvass subsequent amendments.
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(c) the trade marks are registered trade marks for the purposes of this Act
with the same registered owner....

(2) The registered owner may apply to the Registrar, in writing, to have those trade
marks, or so many of those trade marks as are identified in the application to the
Registrar, dealt with under this Act as if they were registered as a series in one
registration in respect of all goods and services in respect of which the trade marks,
or the identified trade marks, were registered....

(3) If an application is made under subsection (2), the Registrar must deal with the
trade marks, or the identified trade marks, as if they were one registration. [Italics
added]

This amendment provides for administrative efficiency in respect of “series’ registrations.
Proposed new section 82A allows for the 'linking' of series registrations, provided that the
applications are for exactly the same series of trade marks and have the same filing dates.
These applications will then be considered as a single trade mark registration.*

Opposition to registration of trade mark

The grounds for opposition are set out in Division 2 Part 5 of the Act. Item 29 of the Bill
inserts new section 58A which provides that an application for registration of a trade mark
(the second mark) can be opposed on the basis that the owner of a similar trade mark (the
first trade mark) used the mark before the second mark was used and did so continuously.
This would apply where the first mark is used on similar goods/closely related services, or
similar services/closely related goods.

Item 31 repeals paragraph 60(a) and inserts a new paragraph 60(a). It provides that a
trade mark may be opposed if the registration of that trade mark would be likely to deceive
or cause confusion with respect to another trade mark in which a reputation has been
established whether or not the reputation is based on an identical or deceptively similar
mark. This amendment means that the ground of opposition in respect of a trade mark
with a reputation in Australia will be less restrictive, by removing the requirement that the
opposed mark be substantially identical with, or deceptively similar to, the trade mark with
the reputation in Australia.

Bad faith

Item 35 of the Bill inserts new section 62A which provides a new ground for opposition to
the registration of a trademark — that is, that the application for registration was made in
bad faith.

Grounds for removal from Register

Items 41, 42 and 43 of the Bill amend section 88 to make it clear that a trade mark can be
removed from the Register if it is likely to deceive or confuse consumers.

Warning:
This Digest was prepared for debate. It reflects the legislation as introduced and does not canvass subsequent amendments.
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Non-use actions

Items 46 and 47 of the Bill amend section 92 to make it clear that standing to make an
application for removal for non-use will be broadened to ‘any person’, not the narrower
‘aggrieved' person test, as is currently the case.

Item 49 adds new paragraph 101(4) to clarify the discretion of the Registrar of Trade
Marks to decide whether or not to remove a trade mark from the Register. The Registrar
will be able to take into account the fact that a trade mark has been used by the owner in
respect of similar goods/closely related services or similar services/closely related goods
to those covered by the registration at issue.*

Powers of Federal Court

Item 57 relates to existing paragraph 197(a) of the Act. The Explanatory Memorandum
refers to the Federal Court case of Soncini v Registrar of Trade Marks [2001] FCA 33 (30
March 2001) which expressed uncertainty about the meaning of the Federal Court
admitting “further’ evidence.®® Item 57 deletes the word “further’ from paragraph 197(a)
to:

...make it clear that the Federal Court may admit any evidence on hearing an appeal

against the decision of the Registrar, even if that evidence was not previously filed
with the Registrar.®

Concluding comments

Little in this Bill is particularly contentious and the thrust of published stakeholder opinion
is that the Bill is advantageous to trade mark holders.
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without the prior written consent of the Department of Parliamentary Services, other than by senators and
members of the Australian Parliament in the course of their official duties.

This brief has been prepared to support the work of the Australian Parliament using information available at the
time of production. The views expressed do not reflect an official position of the Parliamentary Library, nor do
they constitute professional legal opinion.

Members, Senators and Parliamentary staff can obtain further information from the Parliamentary Library on
(02) 6277 2430.
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